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I. Functionality & invalidity



United States



U.S. Functionality:  Invalidity

“Whoever invents any new, 
original and ornamental design 
for an article of manufacture 
may obtain a [design] patent … .” 
35 U.S.C. § 171



US Functionality:  Invalidity

•If not “ornamental,” then invalid
•“Ornamental” if appearance “not dictated by 
function … ” 
Bonito Boats v. Thunder Craft Boats, 489 U.S. 141, 148 (1989) (dicta)

•Ugly does not mean dictated by function (and 
thus not ornamental) 
Seiko v. Nu-Kote, 190 F.3d 1360, 1368 (Fed. Cir. 1999)

•Context of function…



Hupp v. Siroflex
122 F.3d 1456 (Fed. Cir. 1997)

•“The function of the 
article itself must not 
be confused with 
‘functionality’ of the 
design of the article.”
Id. at 1460.

The design, not article, must be dictated by function!



L.A. Gear v. Thom Mc An Shoe 
988 F.2d 1117 (Fed. Cir. 1993)

The design, not features of the design, must be dictated by function!

Provides foot 
support and 
reinforces 
eyelets

Provides foot 
support

Provides cushioning for 
Achilles tendon and 
reinforces rear of shoe

In assessing functionality, “ … the 
ultimate question is not the functional 
or decorative aspect of each separate 
feature, but the overall appearance … .”X



Best Lock v. Ilco Unican
94 F.3d 1563 (Fed. Cir. 1996)

ð
Only U.S. Appellate Case to Invalidate on 
Functionality!



EU



I. Legal Background

PUE 5. quinquies
•Industrial designs shall be protected in all the countries of the Union.

TRIPS 25 (1)
•Members shall provide for the protection of independently created industrial designs that are new or
original. Members may provide that designs are not new or original if they do not significantly differ from
known designs or combinations of known design features. Members may provide that such protection
shall not extend to designs dictated essentially by technical or functional considerations.

CDR Recital 10 
•1st sentence: Technological innovation should not be hampered by granting design protection to features 
dictated solely by a technical function.
•2nd sentence: It is understood that this does not entail that a design must have an aesthetic quality.



I. Legal Background

CDR Recital 10
• 4th sentence: Consequently, those features of a design which are excluded from protection for those 

reasons should not be taken into consideration for the purpose of assessing whether other features of the 
design fulfil the requirements for protection

CDR 8 (1) 
• A Community design shall not subsist in features of appearance of a product which are solely dictated 

by its technical function.

CDR 6  
• A design shall be considered to have individual character if the overall impression it produces on the 

informed user differs from the overall impression produced on such a user by any design which has 
been made available to the public: …

• In assessing individual character, the degree of freedom of the designer in developing the design shall 
be taken into consideration tát.



II. Principe theories

Mandatory approach aka mulitplicity of forms test

- A criticism is that it would apply only in a few, if any, circumstances, so that the scope of the exclusion would be reduced 
almost to vanishing point > lenient rules

- Problems arise where the alternatives are impractical or less advantageous—if a design monopolizes the optimum shape for a 
given function, there is inevitably a cost to competitors in avoiding it. 

+ Some are attracted to the notion that exclusions have to be ‘given teeth’ by broad interpretation, but exclusions are 
sometimes included for declaratory or normative purposes.
+ objective test
+ The European functionality exclusion was indeed intended to apply only in ‘those extremely rare cases where form 
follows function’ (Memorandum accompanying amended Draft Directive)

TEST > question of ALTERNATIVES



II. Principe theories

Causative approach -aka no aesthetic consideration test

- It is not transparent—the designer’s motivation is private
• Cross-examination of the designer is not always available
• Designers may unintentionally create something attractive to a consumer, which should be protected;
• Even the best or only possible shape could be protected where there was some intention to create a 

striking appearance (whereas it would be rejected by the multiplicity of forms test).
- Subjective test: Lord Pearson in Amp held that the words “dictated solely by function” meant “attributable to or 
caused by function”,

+ more strict test since design alternatives do not matter > more designs may be invalidated

TEST  > question of DESIGNER MOTIVATION



OHIM Board of Appeal pracitce – NEW APPROACH

R 690/2007-3 Lindner Recylingtech GmbH v Franssons Verstäder AB, (Board of Appeal, 22.11.2009) – Chaff cutter  [32]

Article 8(1) CDR denies protection to features of a product’s appearance that are ‘solely dictated by its technical
function’. These words do not, as such, imply that the feature in question must be the only means by which the
product’s technical function can be achieved. On the contrary, they imply that the need to achieve the product’s
technical function was the only relevant factor when the feature in question was selected

III. Functionality applied by EUIPO – NEW APPROACH



IV. C-395/16 DOCERAM GmbH v. CeramTec GmbH - Centering Pins  case



Questions referred:

‘(1) Are the features of appearance of a product solely dictated by its technical function, within the meaning of Article 8(1) of 
[Regulation No 6/2002] which excludes protection, also if the design effect is of no significance for the product design, but the 
(technical) functionality is the sole factor that dictates the design?

(2) If the Court answers Question 1 in the affirmative:
From which point of view is it to be assessed whether the individual features of appearance of a product have been chosen solely
on the basis of considerations of functionality? Is an “objective observer” required and, if so, how is such an observer to be 
defined?’

IV. C-395/16 DOCERAM GmbH v. CeramTec GmbH



32. In light of the foregoing, it must be held that Article 8(1) of Regulation No 6/2002 excludes protection under the law on

Community designs for features of appearance of a product where considerations other than the need for that product to
fulfil its technical function, in particular those related to the visual aspect, have not played any role in the choice of those
features, even if other designs fulfilling the same function exist.

Conclsuion

Article 8(1) of Regulation No 6/2002 must be interpreted as meaning that in order to determine whether the features of

appearance of a product are exclusively dictated by its technical function, it must be established that the technical function

is the only factor which determined those features, the existence of alternative designs not being decisive in that regard.

IV. C-395/16 DOCERAM GmbH v. CeramTec GmbH - Answer of the Court 1:



IV. C-395/16 DOCERAM GmbH v. CeramTec GmbH - Answer of the Court no. 2:

38 Article 8(1) of Regulation No 6/2002 must be interpreted as meaning that, in order to determine whether the relevant
features of appearance of a product are solely dictated by its technical function, within the meaning of that provision, the
national court must take account of all the objective circumstances relevant to each individual case. In that regard, there is

no need to base those findings on the perception of an ‘objective observer’.



II. Functionality & scope of protection



EU



AIPPI lastly discussed Design protection in connection with functionality during
Milan Congress in 2016 and issued a Resolution thereof stating:

[…]

7)In the assessment of the scope of protection of a Registered Design, no visual portion of the Appearance of the Product 
should be excluded from consideration, even if the appearance of any such portion is dictated solely by the functional 
characteristics or functional attributes of any such portion of the Product, but such portions may be given less weight in the 
assessment. While the functional characteristics or functional attributes of any such portion should not be protected, all 
visual aspects of such portion, including its size, position and spatial relationship relative to the Appearance of the Product, 
should be taken into account when assessing the scope of protection of the Registered Design. 

https://aippi.org/wp-content/uploads/2016/10/Resolution-on-Requirements-for-protection-of-designs-English.pdf



Two years later, at Cancun Congress in 2018, a passed Resolution on Partial Designs, matter
voluntary omitted in Milan, stated:

[…]

4) In the assessment of the overall impression created by a prior design (validity) and an accused product (infringement), the 
Surrounding Context need not be excluded. 

5) The Milan Resolution shall apply to registered Partial Designs mutatis mutandis 

https://aippi.org/wp-content/uploads/2018/10/Resolution_Partial-designs_English.pdf



In 2017, a volume of the  AIPPI Law Series was published with Wolters
Kluwer dedicated to Functionality and Scope of Protection.
It contained an overwiew of more than 25 Jurisdictions.

National Courts of some the EU Members States never had to decide on 
functionality. Those who actually did, weren’t always following the same
approach.



GUIDELINES

It excludes protection for features of appearance of a product where considerations other than the need for that product 
to fulfil its technical function, in particular those related to the visual aspect, have not played any role in the choice of
those features, even if other designs fulfilling the same function exist (08/03/2018, C-395/16, DOCERAM, EU:C:2018:172, 
§ 31). 
The fact that a particular feature of a product’s appearance is denied protection by Article 8(1) CDR does not mean that 
the whole design must be declared invalid pursuant to Article 25(1)(b) CDR. The design as a whole will be invalid only if 
all the essential features of the appearance of the product in question were solely dictated by its technical function 
(29/04/2010, R 211/2008-3, FLUID DISTRIBUTION EQUIPMENT, § 36).                           



DOCERAM decision is very recent and in most EU jurisdictions any cases or 
decisions on functionality, taking into count the ECJ opinion, have been reported
yet.

We can have a look to just a couple of decisions issued after March 2018, where
DOCERAM was referred to.



Frankfurt Court of Appeal
decision of 4.10.2018, docket number 6 U 206/16

(2) The appearance features of a registered design are already then exclusively technically conditioned (Section 3 para. 
1 No. 1 German Design Code) with regard to the case-law of the Court of Justice of the European Union (GRUR 2018, 
612 - DOCERAM/CeramTec [Centering Pins]), if they were chosen in an objective assessment with the aim of fulfilling 
the technical function of the product, and other considerations - in particular those connected with the visual 
appearance of the product ("aesthetic surplus") - played no role in the decision for this characteristic.



FATBOY THE ORIGINAL BV vs. FC IMPORT 
Tribunal de Grand Instance de Paris, July 5, 2018

The Court decided against the defendant on the request of invalidity on the basis of technical functionality
of the product. Referring to DOCERAM the Court stated: «The adverbe ‘exclusively’ implies that invalidity
can be admissible only if a shape is dictated only by its functionality. [Features and positioning] of closing 
belt responding ... to evident aesthetic considerations»



UNITED STATES



US Functionality:  Scope of Design

“Where a design contains both 
functional and non-functional elements, 
the scope of the claim must be 
construed in order to identify the non-
functional aspects of the design as 
shown in the patent.”
OddzOn Prods., Inc. v. Just Toys, Inc., 122 F.3d 1396, 1405 (Fed. Cir. 1997)



US Functionality:  Scope (OddzOn)



US Functionality:  Scope of Design
• For infringement, how to assess functional aspects?

“Discounting” of functional aspects?
“Factor[ing] out” of functional aspects?

“Ignoring” of functional aspects?

Richardson v. Stanley Works, 
597 F.3d 1288 (Fed. Cir. 2010)



US Functionality:  Scope (Richardson)

How to discount, factor out or ignore?How to discount, factor out or ignore?How to discount, factor out or ignore?How to discount, factor out or ignore?How to discount, factor out or ignore?



Discussion
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